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JEFFREY SINGLETON*

Convention on the Grant of European
Patents (European Patent Convention)
and Convention for the European
Patent for the Common Market
(Community Patent Convention)
Background
Paris has witnessed many an interesting event, and almost 100 years ago it
played host to the first convention on international collaboration in industrial or intellectual property, the Convention for the Protection of Industrial Property.' This so-called Paris Convention had as its main objective
the establishment of the principle that a national of one country should be
entitled to protection for his industrial property in another country on the
same basis as a national of that other country, and today the majority of the
countries of the world are parties to the Paris Convention. Nevertheless,
one occasionally consults the current list to check the status of a given
country which appears to be taking discriminatory action against one's
patent application. There are few patentees who have not taken advantage
of the priority provisions of the Paris Convention whereby the date of filing
of a first patent application in one country which is a party to the Convention is accorded, for priority purposes, to a corresponding patent application filed in another party country within twelve months of the first application.
However, collaboration between the Paris Convention countries did not
go much deeper. An applicant for a patent had to accept the fact that he
would be faced with a different procedure in every country in which he
*Patent Manager of Sperry Gyroscope, Sperry Rand, Ltd., Bracknell, England. Mr. Singleton is a Fellow of the Chartered Institute of Patent Agents.
'Paris Convention for the Protection of Industrial Property, Mar. 20, 1883, revised July 14,
1967 [hereinafter referred to as the Paris Convention] T.I.A.S. No. 6923, 7727, MANUAL FOR
THE HANDLING OF APPLICATIONS FOR PATENTS, DESIGNS AND TRADEMARKS THROUGHOUT THE
WORLD (Supp. No. 24, 3/69).
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sought protection for an invention and, that even if successful, he would be
granted a different patent. This situation had long been recognized as undesirable particularly from the standpoint of duplication of effort, with its
attendant expense, by the various patent offices, each carrying out a novelty
search in connection with a given invention. Invariably, each patent office
collected a unique set of citations, although there was often overlap. Even if
two or more examiners arrived at the same conclusion as to the relevant
prior art references, the applicant faced different interpretations of those
references making prosecution of his various patent applications time consuming and expensive. Thus there was a strong case for a uniform system
for the protection of industrial property.
During 1949, a plan for the setting up of a European patent system was
submitted to the Council of Europe, but it failed along with other subsequent and similar plans. The idea was revived, however, in 1959 when,
shortly after the European Economic Community was created, a joint
Netherlands-German submission was presented. While a working group
produced a Draft Convention as early as 1962, this momentum was not
maintained due to disagreement among the then six Common Market countries as to membership in the proposed group.2 About that time, the Patent
Cooperation Treaty3 was being actively pursued in the United States and
was eventually signed in Washington, D.C. in 1970, thereby establishing a
system affording at least a uniform search, and possibly also a uniform
examination procedure in as many countries party to the Convention as the
applicant desired, membership being open to all countries. This event produced an unexpected result in Europe in that it caused France to resurrect
not only the previously proposed European patent system, open to as many
European countries as possible, but also to pursue a system for granting
patents covering the European Economic Community, more often referred
to as the Common Market. This effort resulted in the Convention on the
Grant of European Patents' (European Patent Convention) which was
signed in Munich in 1973 and the Convention for the European Patent for
the Common Market' (Community Patent Convention) which was signed in
Luxembourg in 1975. While these conventions are concerned only with
patent protection, there is currently considerable activity concerning a
European trademark system.
The European Patent Convention entered into force on October 7, 1977,
and as of the fall of 1978, it has been ratified by Belgium, France, Germany,
21[19761 COMM. MKT. REP. (CCH) 5501.
'Patent Cooperation Treaty, entered into force Jan. 24, 1978, Pub. L. No. 94-131, 89 Stat.
685, T.I.A.S. No. 8733 (codified in scattered sections of 35 U.S.C. Supp. V 1975).
'Convention on the Grant of European Patents and Attached Annexes and Draft Guidelines
[hereinafter referred to as European Patent Convention], entered into force Oct. 7, 1977, J.
SINNOTT, 2H WORLD PATENT LAW AND PRACTICE 1 [1978].

'Convention for the European Patent for the Common Market [hereinafter referred to as
Community Patent Convention], O.J. EUR. COMM., No. L. 17, Jan. 26, 1976, J. SINNOTT, 2H
WORLD PATENT LAW AND PRACTICE 1

[19781.
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Luxembourg, the Netherlands, Sweden, Switzerland and the United Kingdom. Austria, Denmark and the Republic of Ireland are expected to ratify;
Italy, Liechtenstein, Greece, Spain and Portugal may ratify, but Norway
and Monaco are expected not to ratify.
There is the usual multitude of reasons why some countries have not yet
ratified a Convention to which they are signatories, not the least of which is
that domestic patent legislation is necessary to take account of the European Patent Convention and to accord with the Strasbourg Agreement
concerning the International Patent Classification in 19636 aimed at unifying national patent laws in Europe.
The United Kingdom has completed an overall review of its patent law
with the enactment of the Patents Act of 1977,' other European countries
have amended their laws, and practitioners are now facing an unprecedented period of change in patent legislation. Virtually simultaneously there
are new domestic laws, the European Patent Convention, the Community
Patent Convention and the Patent Cooperation Treaty. Although the Community Patent Convention was signed in 1975, it has not yet entered into
force and is not expected at the present time to do so before 1980 or 1981.
With this general background, this article will now highlight the main
provisions of the European Patent Convention and the Community Patent
Convention and consider the pros and cons of these Conventions and the
Patent Cooperation Treaty. It must be kept in mind that an applicant for a
patent has a choice since none of these conventions and treaty abolishes the
various national patent systems, although with the passage of time they may
take their toll of the systems of at least the smaller countries.
General Philosophies of the European Patent Convention and the
Community Patent Convention
The European Patent Convention seeks to provide protection in a number of subscribing European countries designated at the outset8 by the
applicant based on a single patent application which will be subjected to one
novelty search and one examination procedure. However, any resulting
European patent will in effect constitute a collection of individual patents
covering the designated countries and will be administered under the respective national laws for all postgrant matters except opposition. In contrast,
the Community Patent Convention seeks to provide a single patent9 for the
entire Common Market which would be administered by the European
Patent Office. However, while a Community patent covers all the Common
Market countries, for a number of years after the Community Patent Con-

'Strasbourg Agreement Concerning the International Patent Classification, Mar. 24, 1971,
entered into force for the United States Oct. 7, 1975, T.I.A.S. No. 8140.
7
United Kingdom Patents Act 1977, c. 37.
'European Patent Convention, arts. 59, 79, 118, 142.
'Community Patent Convention, arts. 2, 3.

122

INTERNA TIONAL LA WYER

vention becomes effective, an applicant may designate only one or some of
those countries.'°
European Patent Office
After much political skirmishing, Munich was accepted as the headquarters for the European Patent Office.'' It was inaugurated on November 1,
1977, and it was opened for filing European patent applications on June 1,
1978. The chart in Appendix I shows the organization of the European
Patent Office. In fact, applications could be filed from May 1, 1978, but the
May filings were accorded a filing date of June 1, 1978.2
Whilst the European Patent Office is headquartered in Munich, there is a
branch office in The Hague and a sub-office in Berlin.' 3 The former is the
International Patent Institute, well known for effecting international patent
searches, and the latter a smaller search facility, constituted by the previous
West Berlin Annex of the German Patent Office and under the control of
The Hague Branch Office. All matters relating to European patent applications including initial publication (i.e., receipt of applications, formalities,
novelty search, indexing and publication) will be dealt with by The Hague
Branch Office.' Thereafter the European Patent Office at Munich takes
over and administers the substantive examination, grant, opposition, and
appeal stages of the application.' 5 The European Patent Office at Munich
will also administer the renewal, revocation and appeal provisions of the
Community Patent Convention.' 6
In addition to the branch office and sub-office, the European Patent
Convention provides for sub-offices in member countries for the purpose of
information and liaison.' 7 It is possible that a proportion of the European
patent applications filed in English will be entrusted for a limited period to
the United Kingdom Patent Office in London for examination. The proportion is set at thirty-three percent of the total European applications filed,
and the period at fifteen years, with the final decision lying with the European Patent Office in Munich." This is viewed with much concern in the
United Kingdom as it is deemed essential that an application be handled by
an examiner whose native tongue is the language of the application.
Since it is expected that approximately sixty percent of all European
patent applications will be in English, it is likely that there will be a shortage
of appropriate examiners. Inevitably English language applications will

"'Id.arts. 86, 87.
"European Patent Convention, art. 6.
"'0.J. EUR. PAT. OFF., 1/1978 at 33.
"European Patent Convention, arts. 6, 7; Protocol on Centralization § 1(3).
"Id. arts. 15-17.
"Id. arts. 18-21.
"'Community Patent Convention, arts. 49, 56, 62.
"European Patent Convention, art. 7.
'"Id. Protocol on Centralization § IV (1).
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have to be allocated to examiners to whom English is a foreign language and
it is feared that this will give rise to delays and deterioration of standards.
This situation will not necessarily restrict the number of English language
applications that are filed.
The European Patent Organization
The European Patent Office and an Administrative Council of representatives of member countries make up the European Patent Organization,
with its seat at Munich.' 9 It is under the direction of a president"0 with its
administration divided into five directorates"' responsible for searching,
examination and opposition, appeals, administration, and legal and international affairs, respectively."2
The staffing of the European Patent Office is on a multinational basis,
and to date nationals of France, Germany, the Netherlands and the United
Kingdom have been appointed to senior positions. The president is a
Netherlander and the person in charge of the all important Directorate
General 2 (Examination/Opposition) is English.
Transitional Provisions
All applications filed will be searched, but only those falling in certain
areas of technology will undergo substantive examination.2 3 This is to permit a gradual build up of the necessary examining staff, and the plan is to
effect a gradual expansion of the technologies covered by introducing new
areas about every six months with the objective of covering all subject
matter by 1981. Those applications which cannot undergo substantive examination because of missing technologies will be deemed withdrawn as of
the date of receipt by the applicant of a communication from the European
Patent Office2 to this effect but may be converted to national patent applications.25
Language and Translations
There are three official languages of both the European Patent Convention and the Community Patent Convention, i.e., French, German and
English. An applicant must designate which of these is to be the language of
the application throughout its prosecution and in any postgrant proceedings
before the European Patent Office." The designated language may be var'Id. arts. 4-6.
1°Id. art. 10.

"0. J.

EUR. PAT. OFF.,

1/1978 at 35.

"Id. (appendix I).
"European Patent Convention, art. 162, rule 105; 0. J. EUR. PAT. OFF., 2/1978 at 78, 79.
"European Patent Convention, art. 162.
"Id., art. 135.
'6European Patent Convention, art. 14; Community Patent Convention, art. 14.
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ied at the request of the applicant or patentee and with the agreement of
third parties to any proceedings. 27
The European Patent Office will not require translations of documents
into the two official languages other than the designated language with the
exception of the claims in an accepted application. 8 An applicant for a
patent under the European Patent Convention will thus have to furnish
translations of the accepted claims into the nondesignated official languages
and under the Community Patent Convention29 will have to provide, in
addition, translations of the claims into one of the official languages of
each Common Market country.
Both the European Patent Convention and the Community Patent Convention provide that any member country may require a translation of the
entire specification, 3" although only when an application is in condition for
grant, into its own language or a member country language before the
patent will be recognized in that country which must, of course, be one of
the countries designated in the patent. It is not known which countries will
avail themselves of this facility but a number have reserved positions and it
would seem that this could develop into a political issue with the possible
result of all member countries demanding full translations. Needless to say,
this would seriously detract from the spirit of the European Patent Convention and significantly increase the cost of a European patent.
Applicant
An inventor, his successor in title or his employer (if under the law of the
country in which he is mainly employed the invention is the property of the
employer) may apply for a European or Community patent.' Joint applicants are permitted and the patentee need not be the same for each designated country. 2 If the applicant is an assignee of the inventor, the assignment does not have to be filed in the European Patent Office. In every
application for a European or Community patent each inventor must be
named.
Filing
Applications may be filed directly at The Hague Branch Office or at the
European Patent Office in Munich. Alternatively, applications may be filed
at a national patent office which has indicated its willingness to receive such
applications and the date of filing will be the filing date at such national

"European Patent Convention, rule 1.
2
European Patent Convention, art. 14; Community Patent Convention, art. 14.
2
"Community Patent Convention, art. 33.
"European Patent Convention, art. 65; Community Patent Convention, art. 33.
"European Patent Convention, arts. 58, 60.
"Id. art. 59.
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patent office.33 However, it should be noted that if a national patent office
fails to forward a European patent application to, or a forwarded application fails to arrive at, the European Patent Office within fourteen months
of either the priority date or filing date if no priority is claimed, then the
application will be deemed withdrawn with the various fees being refundable. 3" A divisional application can only be filed at The Hague Branch
Office or the European Patent Office in Munich. 35
A European patent application must contain the following:
1. a request for the grant of a European patent;
2. a description of the invention;
3. one or more claims (extra fee for claims in excess of ten);
4. any drawings referred to in the description or claims; and,
5. an abstract.
The filing fee and search fee must be remitted within one month of filing an
application. The request for the grant of a European patent includes the
designation of countries to be covered, although the designation fee is not
due with the filing and search fees. 36 Countries may not be designated in
respect of a divisional application which were not designated in the original
parent application although it would seem that fewer countries may be
designated."
Priority
An application for a patent or for registration of a utility model or for a
utility certificate or for an inventor's certificate made in a country party to
the Paris Convention may be used as a basis for priority of a European
patent application provided the latter is filed within twelve months of, and
by the same person or his successor in title as, the former. 38 An application
filed under the Patent Cooperation Treaty may also be used as a basis for
priority of a European patent application. 9 Current thinking is that an
initial national application is desirable, particularly for British and American applicants in view of the provisions of their respective laws which do
not permit foreign filing without either express permission or the expiration
of a specific period of time following the filing of a home application.
Multiple priorities are permitted, and the applications forming the basis of
priority may have been filed in different countries."0 A certified copy of
each priority application has to be filed, together with a translation into one
of the three official languages of the European Patent Office where appro3Id. art. 75, rule 24.
,:Id. art. 77.
"Id., arts. 75(3), 76, rule 25.
"Id., arts. 78, 79.
"Id. art. 76(2).
:8ld. arts. 66, 87, 88.
"Id. art. 150.
"'Id. art. 88(2).
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priate." It would seem that if a priority application is in French or German,
for example, then this is sufficient even though the designated language of
the European application is English.
It may be possible to claim priority based on an application in a country
which is not a party to the Paris Convention, provided certain conditions
are met. 2
Specification and Claims
The preferred format of the specification is that which most practitioners
are accustomed to following, stating the field of the invention, the background (preferably including citations of prior art), the problem to be
solved, and the solution afforded by the invention, and the advantages
arising from the invention. In addition, the specification should indicate
explicitly, when it is not obvious from the description or nature of the
invention, the way in which the invention is capable of exploitation in
industry. 3 Correction of obvious errors only is permitted and the correction
required must also be obvious. Introduction of new subject matter after
filing will be impossible.
The claims must be clear, concise and supported by the description." The
format of the claims should "wherever appropriate" be that adopted in a
number of European countries, notably Germany, and comprising first a
classifying portion containing the known features of the claimed invention
followed by a characterizing portion reciting the novel features. Independent claims are allowable for a product or a process, and an application
may include both product and process claims provided they are interrelated.
Multiple appendices are also allowable.
Abstract
The abstract is merely for technical information purposes, principally for
the benefit of the searchers at The Hague Branch Office, 5 and may not be
taken into account for any other purpose such as the determination of
novelty of the invention or of the scope of protection sought.46
Patentability
An invention which is susceptible of industrial application, is new, and
involves an inventive step is a proper subject of a European patent application. 7 It is significant that the test of technical advance in the art (called for
"Id. art. 88(1).
"21d. art. 87(5).
"Ild. art. 83, rule 27.
"Id. art. 84.
"51d. art. 85, rule 29.
"Id. art. 85.
"Id. arts. 52(1), 57.
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in Germany) is not to be applied, although it may be difficult to ensure
uniformity of examination in this respect as some examiners accustomed to
applying this test may find it difficult to put it to one side.
Specifically excluded from patentability are discoveries, scientific
theories, mathematical methods, aesthetic creations, schemes, rules and
methods for performing mental acts, playing games or doing business,
computer programs, and presentation of information."9 Methods of treatment of the human or animal body by surgery or therapy and diagnostic
methods practiced on the human or animal body are also excluded, but
products, substances or compositions, for use in any of these methods are
patentable either per se if novel and nonobvious, or patentable (if not novel
per se) in relation to an excluded method if the use in that method is not
known.49
Novelty
The requirements for novelty are absolute in that an invention is considered new if it does not form part of the state of the art which is defined as
comprising everything made available to the public anywhere and by any
means before the priority date of the European patent application. Included
in the state of the art are European patent applications which have been
published (by virtue of the early publication provisions to be referred to) on
or after the priority date of the application in question and which bear
priority dates earlier than that of the application.5" However, the application in question only has to demonstrate novelty, and not inventive step,
over such pieces of prior art, and in any case must have designated a
country covered by the earlier application. 5"
Inventive Step
An invention which, having regard to the state of the art, is not obvious
to a person skilled in the art is considered to involve an inventive step. 2
Novelty Search
Once an application has passed muster at The Hague Branch Office, the
novelty search is effected and reported to the applicant with copies of any
citations. 3 The search will be on an international basis and will cover patent
specifications and any other relevant documents. It should be noted that if a
European patent application is filed through the Patent Cooperation Treaty
route, whereby it will have been the subject of an international search, the
'Id. art. 52(2).
"Id. arts. 52(4), 54(5).
'Old. art. 54.
'Id. arts. 54(4), 56.
"Id. art. 56.
"11d. arts. 90-92, rules 44-47.
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European Patent Office may require a supplementary search to be effected
by The Hague Branch Office."
Early Publication
Every European patent application will be published as soon as possible
after the expiration of eighteen months from the effective priority date"
unless the applicant requests an earlier publication which might be desirable
in some instances since certain rights accrue from publication, such as
compensation for unauthorized use of the invention covered by the claims
appearing in the published specification. 56 If a European application is filed
under the Patent Cooperation Treaty, then early publication will be effected
by the World Intellectual Property Organization and this will count as
publication under the European Patent Convention. 57
The published specification (description, claims and drawings) will be
accompanied by the search report and abstract if available and if not, they
will be published separately. 8 Publication is in the European Patent Bulletin.
Examination
Substantive examination of a European patent application will be commenced upon payment of an examination fee which must be remitted at the
latest six months after the date on which the European Patent Bulletin
reports the publication of the search report. 9 If the examination fee is paid
before the issuance of the search report, the applicant will be asked, on
issuance of the search report, whether he still wishes to proceed with the
application."
The examination of each application will be carried out by an examining
division comprising three technical examiners, although generally examination up to the final decision will be in the hands of only one of the three
examiners. Formal oral hearings will be before the full examining division,
but it is understood that an applicant will be afforded the opportunity of
having informal interviews with the individual examiner. The examining
division may be expanded by a legal examiner if the division considers that
the nature of a decision requires such expansion. 6'
The normal examination procedure will be that followed by most countries. There will be the issuance of official letters and written replies by the

"Id. art. 157.
"Id. art. 93, rule 46.
"Id. arts. 67, 69.
"Id. art. 158.
"Id.art. 93(2).
"Id. arts. 94, 95.
"Id. art. 96.
'Id. art. 18.
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applicant who may amend his specification, claims and drawings provided
no new subject matter is introduced. Enlargement of the scope of the claims
will be difficult, if not impossible.6 2 Specific periods will be set for replying
to official letters.
Grant and Term
A patent will be granted following the completion of a successful examination procedure and upon payment of grant and printing fees. The European Patent Office will publish the accepted specification which will contain
details of the countries covered by the patent and the period within which
opposition may be lodged. 3 The term of a European patent will be twenty
years from the date of filing but can be extended on a country-by-country
basis if national laws so permit.
Renewal
While pending, a European patent application requires annual renewal
fees payable to the European Patent Office6" from the beginning of the
third year, calculated from the filing date, to the year in which the grant of a
patent is announced in the European Patent Bulletin. 5 Thereafter, annual
renewal fees are payable to each national patent office of the designated
countries. Renewal in each country is at the discretion of the patentee since
the European patent is effectively a collection of individual patents which
can be renewed or allowed to lapse at will. Renewal fees for a Common
Market patent are payable to the European Patent Office. Since it will be a
unitary patent there will be no question of renewing it only in respect of one
or more of the Common Market countries.
Opposition and Revocation
Opposition to a European patent can be lodged at the European Patent
Office up to nine months from the announcement of grant in the European
Patent Bulletin and an opposition will be in respect of all the designated
countries. A lapsed or surrendered patent may be the subject of opposition
proceedings.6 7 The term "opposition" is used in the European Patent Convention with respect to an attack on a granted patent, whereas in the past it
has been used in connection with proceedings aimed at preventing the grant
of a patent.

2
1d. art. 123, rules 51, 86, 88. See also European Patent Convention art. 103(3) - amendment
during opposition.
3
6 Id. art. 98, rules 48-50, 52-54. Community Patent Convention, arts. 52-54.
"European Patent Convention, art. 63.
"Id. art. 86, rule 86. See also 0. J. EUR. PAT. OFF., 1/1978, 21027 for the fees to be levied.
6"Community
Patent Convention, art. 49.
"European Patent Convention, art. 99.
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There are three grounds of opposition68 as follows:
1. The subject matter of the European patent is not patentable within the
provisions of the European Patent Convention.
2. The invention is not sufficiently disclosed for it to be carried out by a
person skilled in the art.
3. The subject matter of the patent extends beyond the content of the
application as filed, or the parent application in the case of a divisional patent.
An opposition will be administered along lines similar to a substantive
examination69 by an opposition division consisting of three technical examiners. Two of the examiners must not have been members of an examining
division which handled the examination of the application forming the basis
of the patent in suit. Again, an opposition division can be enlarged by a
legal examiner who too must not have been involved with the case at the
application stage. 7" There was concern that the opposition division might
include a particularly forceful member of the relevant examining division
who might sway what should be an unprejudiced body.
Once the opportunity for opposition before the European Patent Office
has passed, a European patent can be attacked in one or more of the
designated countries but only on the grounds mentioned above and the
following additional grounds:'
1. The protection conferred by the patent has been extended.
2. The patentee is not the rightful owner of the patent.
3. There is a conflicting national patent or application.
If an attack succeeds, the patent can be revoked or amended for the
country concerned depending on the provisions of the national law involved.7"
The situation surrounding a Common Market patent is slightly different
in that such a patent can be attacked at any time in the European Patent
Office on the respective grounds of opposition and revocation set out
above. A successful attack on a Common Market patent will result in the
whole patent being revoked, since it cannot be saved for some of the Common Market countries. 3
The European Patent Convention provides for comments by third parties, following early publication of a European patent application, concerning the patentability of the invention but such third parties cannot be parties
to the proceedings before the European Patent Office."

SId. art. 100.
"I1d.
arts. 101-2. See also rules 55-60.
70
d. art. 19.
"Id. art. 138(2).
"Ifd. art. 138(2).
"Community Patent Convention, arts. 56-59.
"European Patent Convention, art. 115.
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Appeal
The European Patent Convention provides that an appeal shall lie from
decisions of the receiving section (The Hague Branch Office), examining
divisions, opposition divisions and the legal division75 (responsible for decisions in respect of entries in the Register of European Patents and admissions to and deletions from the List of Professional Representatives).76
A board of appeal taking appeals from decisions of the receiving section
and the legal division will comprise three qualified members, and this will
also be the case concerning appeals from some decisions of an examining
division. In other cases concerning the examining division, and in all cases
of the opposition division, the board of appeal will comprise either two
technical members and one legal member or three technical members and
two legal members, depending on the constitution of the division making
the decision under appeal or on the nature of the appeal. 7
There is provision" for an enlarged board of appeal comprising two
technical and five legal members. Such a board will decide points of law
referred to it from the boards of appeal. However, the enlarged board of
appeal does not have jurisdiction to hear appeals from decisions of the
boards of appeal, nor is there an appeal to a higher judicial authority such
as a European patent court, although such may materialize in time.
Conversion into a National Patent Application and
Double Patenting
When a European patent application is deemed withdrawn because the
papers have not been received in time from the national patent office with
which they were filed or because the European Patent Office did not have
the facility for examining the area of technology of the invention, then
national patent offices of designated countries are obliged to accept respective conversions to applications for national patents if so requested by the
applicant within three months of the date of withdrawal of the European
application. The converted applications will take the date of the European
application and the originally claimed priority where appropriate. In all
other instances, conversion is only possible if the relevant national laws
permit. 9
As regards double patenting, each member country is free, under the
European Patent Convention to decide whether it will allow the simultaneous protection of an invention through the European route and the national
route, by way of respective applications having the same priority date.8 0
"Id.
"Id.
"Id.
"Id.
"Id.
"Id.

art. 21.
art. 106-12. See also rules 64-67.
art. 21.
art. 22.
arts. 135-37.
art. 139(3).
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However, the Community Patent Convention prohibits such simultaneous
protection, declaring the national patent invalid to the extent that it duplicates protection afforded by a Common Market patent.' It is not yet
known which member countries will permit simultaneous protection and
whether such a facility will be useful other than keeping options open in the
early days until an assessment can be made of the practice of the European
Patent Office. This will have no economic appeal but might be justifiable in
certain cases, especially if subsequent conversion is barred other than when
prosecution cannot proceed for reasons beyond the control of the applicant
as outlined above.
Validity and Infringement
National courts have the responsibility of handling infringement actions
under both European and Common Market patents, each court applying its
own rules except that in all instances a process claim always protects a direct
product of the process, with the defendant having the burden of showing
that a product is not the result of a claimed process. 2 Validity may also be
tested by the national court handling an infringement action if that court
permits counterclaims for revocation but, as a generality, this only applies
to European patents and not Common Market patents. 3
The position regarding infringement actions with respect to Common
Market patents is that, as already stated, national courts will handle them
but the location of the relevant court is established according to the type of
action involved which may be either an action for infringement in a particular country or an action concerning all infringements in the Common Market. In the first case, the action will be heard by the national court of the
country where infringement is alleged.8 " In the second case, the location of
the relevant court for handling the action will be determined in the Common Market country of the defendant's residence or where he has an establishment, in that order. In the absence of the defendant having such residence or establishment, then in the Common Market country of the
plaintiff's residence or where he has an establishment, again in that order; if
neither the defendant nor plaintiff has such residence or establishment, then
in the courts of the Federal Republic of Germany.5
If the relevant court determined in the above manner for hearing an
infringement action has the right, reserved by its country, to test validity of
a Common Market patent, it may do so upon the agreement of the parties
"Community Patent Convention, art. 80.
' 2European Patent Convention, art. 64; Community Patent Convention, arts. 74-75. See
also Community Patent Convention, arts. 29-32, 77-79, 90.
"Community Patent Convention, art. 76.
"Id. art. 69.2.
"Id. art. 69.1. See also The Protocol on Jurisdiction and the Recognition of Decisions in
Respect of the Right to the Grant of a European Patent annexed to the European Patent
Convention.
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but only when infringement in that country alone is the subject of the
action. Otherwise, the court must treat the patent as valid. "6 If a defendant
wishes to challenge the validity of a Common Market patent, he must apply
to the European Patent Office at Munich for revocation. 7 If an infringement action is pending, the national court hearing the same may stay that
action to await the outcome of the revocation action." This division of
jurisdiction on validity and infringement is seen to be less than ideal and
efforts are being made to solve the problem. There is already a formal
Resolution, "9 passed on signature of the Community Patent Convention, to
the effect that measures will be taken at the earliest opportunity to establish
a court of first instance jurisdiction for hearing infringement actions under
Common Market patents.
At the request of a national court trying an infringement or revocation
action, the European Patent Office will provide, through the examining
divisions, a technical opinion concerning the European patent which is the
subject of the action.9" It appears that no appeal lies from such an opinion.
This is a cause of concern, and it is felt in some quarters that at least the
examiner or examiners giving the opinion should be available for crossexamination.
The Community Patent Convention recognizes the doctrine of contributory infringement, and a patentee will have the right to prevent a third party
supplying or offering to supply within the Common Market a person, other
than a person entitled to exploit the patented invention, with means, relating to an essential element of that invention, for putting the invention into
effect. The third party must know, or it must be obvious in the circumstances, that the means are suitable and intended for putting the invention
into effect. However, there will be no contributory infringement if the
means in question are staple commercial products unless the third party
induces the person supplied to infringe the patent.' It will be interesting to
see how the law develops on this doctrine in view of the lack of definition of
the italicized terms.
Interpretation of Claims
As is well known, the United Kingdom has to date relied on a strict
interpretation of patent claims according to the terminology thereof,
whereas the Netherlands and Germany have afforded a much more liberal
interpretation based on the inventive concept involved which may or may
"6Community Patent Convention, art. 76.

"Id. art. 56.
"Id. art. 77.
"Resolution on the Centralization in each Contracting State of Jurisdiction in Actions for
Infringements of Community Patents annexed to the Final Act of the Community Patent
Convention.
"European Patent Convention, art. 25.

"Community Patent Convention, art. 30.
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not clearly be defined by the claims. The approach of the European Patent
Convention is a middle of the road interpretation so as to provide "a fair
protection for the patentee with a reasonable degree of certainty for third
parties." 9 Since initially the various national courts will be interpreting
claims in order to decide infringement actions, there are likely to be significant discrepancies between the findings of different courts in relation to the
same patent claims because it would appear that the new principle is foreign
to all member countries. However, even if the strict interpretation of the
United Kingdom had been adopted, the problem of languages would still
result in nonuniformity of decisions. Clearly the intended establishment of
a central infringement court is a step in the right direction.
Licensing and Rules of Competition
It will be possible to license the whole or part of a European patent for
the whole or part of the territories of the designated countries.93 Similar
provisions94 appear in the Community Patent Convention with respect to a
Common Market patent and it is specifically provided that a license may be
exclusive or nonexclusive. The principle of exhaustion of rights is also
covered by the Community Patent Convention which provides that the
rights conferred by a Common Market patent shall not extend to acts
concerning a product covered by the patent which are done within member
countries after that product has been put on the market in one member
country by the patentee or with his express consent, unless there are grounds
under Common Market law which would justify an extension of rights to
such acts.99 However, it has to be recognized that the provisions of the
Community Patent Convention are not absolute because the latter cannot
override the Treaty of Rome96 which is the basis of the Common Market.
Hence future decisions of the European Commission will be viewed with
even greater interest than usual.
Restoration
There are provisions for reinstating a European patent or application
provided the lapsing thereof was unintentional and all due care was taken to
avoid same.97

"Protocol on the Interpretation of Article 69 annexed to the European Patent Convention.
"European Patent Convention, art. 73. See also arts. 71, 72, 74, rules 20-22.
94Community Patent Convention, art. 43. See also arts. 40, 44, 45, rule 10.

"Id.
art. 32.
9
'Treaty Establishing the European Economic Community, Mar. 25, 1957, 296 U.N.T.S.
4300.
"European Patent Convention, art. 122.
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Professional Representation
The European Patent Office has established a List of Professional Representatives,9" and the prosecution of a European patent application made by
a natural or legal person not having either a residence or a principal place of
business within a member country must be carried out by such a representative. The application itself need not be filed through the elected representative and an applicant having the residence or place of business qualification
need not use a representative. 99
Which Route-National, European Patent Convention,
Community Patent Convention or
Patent Cooperation Treaty?
It is not possible to offer a categorical answer to the question "which
route?" since there are many variables and unknown quantities but it may
help if, in addition to setting out the points to be considered, certain conclusions are drawn.
The basis of the majority of decisions as to which route to follow must be
financial, but there are other considerations. Looking first at economics,
the forecasts during the long period prior to the coming into force of the
European Patent Convention were that a saving would be made by adopting
the route if an invention is to be protected in three or four member countries. Now that most of the fees to be levied by the European Patent Office' °° are known, a closer scrutiny of the situation can be made, although
inevitably it is impossible to make any calculation with certainty. Each case
will be different as regards the length of text and number of claims (which
affect translation costs) and the complexity of the technology (which can
affect prosecution costs). However, I have taken as a basis for my calculations a 5,000 word specification, including twenty-five claims comprising
1,200 words, and have determined the present cost of obtaining the grant of
patents in the United Kingdom, France, Germany, Italy, the Netherlands
and Sweden. I have included the expense of considering and replying to
official letters based on "typical" cases, together with the cost of an inhouse agent or attorney, where appropriate. Maintenance or renewal fees
payable before grant are not included in the calculations since these
amounts depend on the time taken to achieve grant which can be extended,
in some countries, at the wish of the applicant. In any case, these fees make
no significant difference in the comparison to be made. Renewal fees payable after grant have been ignored because they will not represent any
change in the present situation having regard to the fact that a European
patent becomes a collection of national patents attracting normal annuities.
'10. J. EUR. PAT. OFF., 2/1978 at 109-192.
"European
Patent Convention, arts. 133-134, 163, rules 100-102.
.0O. J. EUR. PAT. OFF., 1/1978 at 21-27.
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The table in Appendix II shows the calculated saving in costs of a European application over the present cost of individual national applications.
There are two unknowns in the cost of the European application, the publication fee and the cost of prosecution which are estimated, the latter based
on the most expensive European country, the Netherlands. Also introduced
into the table is a column showing what the saving would be if all countries
were to require a full translation, assuming one is starting with an application in English.
It will be seen that the Group I combination of three countries shows a
saving via the European Patent Convention route, which saving increases
with the number of countries but does not become significant until Group 3
which involves five countries. The saving is increased to five countries if full
translations are required which illustrates the significance of this factor. It
must be stressed that while I have attempted to portray costs realistically,
they cannot be taken as universal. It should be noted that there is a saving of
up to 200 English pounds with certain combinations of only two countries,
that is the Netherlands with any one of France, Germany and Sweden,
ignoring the full translation aspect. One final point about translations generally is that difficulties may be encountered in obtaining good translations
which will not be subject to editing by experienced patent practitioners in
the respective countries as is the present situation.
Having decided that a European application might be desirable from the
economic standpoint, what are the other considerations to be taken into
account? The first is the level of invention set by the European Patent
Office, keeping in mind that rejection at the examination or opposition
stage will result in loss of protection in all of the designated countries unless
some countries will allow conversion to a national patent. Even if conversion is possible, it will be interesting to see whether a national patent office
will be prepared to grant a patent in light of the history of the European
application and having regard to the steps being taken under the Strasbourg
Convention'"' to unify national laws in Europe. The European Patent Organization has published a work entitled "Guidelines for Examination in
the European Patent Office"' 02 and one can be encouraged by the contents
thereof which indicate that a reasonable attitude will be adopted during the
examination procedure. Naturally, considerable effort will be necessary to
ensure uniform implementation of the declared policy. The European Patent Office is very much aware of the need for uniformity and has exercised
great care in the recruitment of examiners, taking mainly the more experienced examiners from national patent offices.
There is a school of thought to the effect that, at least in the short term,
the European Patent Office cannot afford to be too stringent in examina-

"'Strasbourg Agreement, supra note 6.
"'DRAFT GUIDELINES FOR EXAMINATION IN THE EUROPEAN PATENT OFFICE,
General Secretariat on the Council of the European Communities.

March 1977,
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tion otherwise applicants will not be encouraged to use the European Patent
Convention route, and the project will fail. On the other hand, too liberal
an approach will attract the criticism that weaker, rather than stronger,
patents are being issued, the majority wanting the latter particularly in view
of the large territory covered. Many favor the wait-and-see approach but
the difficulty with this approach is the time one might have to wait before
any pattern emerges as to the "success rate." Even then the statistics will be
meaningless unless one has firsthand knowledge of the accepted and rejected cases so as to be able to assess whether the treatment thereof by the
European Patent Office was reasonable.
Another consideration is the number of oppositions which an applicant
might have to face. The statistics in this respect are intriguing in that more
oppositions are filed in Germany which exercises a relatively stringent examination procedure, than in the United Kingdom which has a less demanding procedure (although the Patents Act of 1977 changes this.)' °3
Since examination under the European Patent Convention is somewhere
between these two extremes, one might conclude that the number of oppositions will be more than modest but not excessive. In any event, as mentioned above, under the European Patent Convention a patent is actually
granted on an application before the opposition period begins so that the
uncertainty created by protracted opposition procedures under some national laws will be removed. Also, if an applicant already files regularly in
Germany and does not encounter a large number of oppositions, there is no
reason why there should be an adverse change in this situation by following
the European Patent Convention route.
It seems that for an applicant who has had the experience of seeking
patent protection for his inventions in Germany and the Netherlands, the
European Patent Convention route should hold no great fears, the guiding
factor being costs, assuming his invention has substance. If there is any
doubt about the substance of an invention, national routes should be followed because in spite of the positive steps being taken by at least the major
European countries to unify national patent laws, it will be some time, if
ever, before the objective of obtaining protection in some countries even if
not in others is achieved. Accordingly, I am of the view that an applicant
should consider each case on its merits and should not at the outset close his
eyes to one route or the other route.
As the Community Patent Convention is not yet in force, it would be
premature to discuss the pros and cons of operating thereunder. For applicants already covering separately all, or the majority, of the Common
Market countries, the Community Patent Convention will be attractive.
However those interested only in three or four of those countries may be
deterred by the cost of designating them all under the all-or-nothing provi-

'°'United Kingdom Patents Act 1977, c. 37.
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sion which could be enforced in due course. In this connection, the cost of
going national for the few Common Market countries involved will have to
be considered once the facility of obtaining a European patent for only one
or some of the Common Market countries has been withdrawn. It is not
known what the likelihood of withdrawal is, but since the Community
Patent Convention calls for a unanimous decision of member countries
during the first ten years of the life of the Convention and a majority
thereafter,' ° it is reasonabe to assume that the option will be open for some
time. These remarks concerning the viability of the Community Patent
Convention route assume that in due course the problems currently foreseen
arising from the divided jurisdiction on validity and infringement of Common Market patents will be solved.
The Patent Cooperation Treaty"' route should be briefly mentioned in
the present context. The main attraction of the Patent Cooperation Treaty
is that an applicant is reasonably certain to have the result of the novelty
search before having to proceed in the countries originally designated. Unfortunately, there may be no saving in costs, and indeed the Patent Cooperation Treaty procedure may well represent an additional expense, although
perhaps justified by the early search result. Another possible disadvantage
is that some patent offices, including the European Patent Office, may
choose to augment the Patent Cooperation Treaty search, which is one
reason for saying that the procedure may not be cost effective. Furthermore, there is an emerging possibility that some countries party to the
European Patent Convention will not accept applications for national patents directly from the Patent Cooperation Treaty route but only via the
European Patent Convention route. This would seem disadvantageous to
the applicant although it is too early fully to appreciate the implications of
this.
Patent Information
The various sources of patent information which will be available in due
course in addition to the existing national patent office sources should be
noted. It is evident that both the European Patent Office and the World
Intellectual Property Organization will constitute new sources of patent
information as both will be publishing patent applications filed under the
European Patent Convention and the Patent Cooperation Treaty, respectively. The European Patent Office will also be publishing the specifications
of European and Common Market patents. Thus anyone wishing to know
what potential patent protection there is in the United Kingdom, for example, will have to search the World Intellectual Property Organization publications and the European Patent Office publications of patent applications

'"'Community Patent Convention, art. 86.
"'Patent Cooperation Treaty, supra note 3.
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since the United Kingdom is a party to both the Patent Cooperation Treaty
and the European Patent Convention and may, therefore, be a designated
country in applications made thereunder. The Patents Act of 1977 also provides for early publication of applications which constitutes a third source
of information. As regards granted patents, the European Patent Office
will, as already stated, effect the publication of the specifications thereof,
including those initiated through the Patent Cooperation Treaty route, and
the national patent offices will attend to their domestic patents in this
respect. Turning to the question of whether a patent is in force, this information will be found in the national patent offices for all national and
European patents and in the European Patent Office for all Common Market patents.
The European Patent Office will keep its patent register in the form of a
computer file which lends itself to a number of possible means of access.
Video terminals could be employed not only in the European Patent Office
but also in national patent offices or libraries, or magnetic tapes could be
produced on a regular basis and used by national organizations to create
whatever form of subregister it desires. These are only possibilities, however, and no decisions have been made.
Finally, the European Patent Convention, the Community Patent Convention and the Patent Cooperation Treaty are with us and will surely affect
us whether or not we use them in the role of applicants for patents. Accordingly, it should be the hope of us all that these Conventions fulfill their
objectives.
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APPENDIX II
Calculated Savings in Costs of a European Application over the Present
Cost of Individual National Applications

Group

Countries

Saving Afforded by European
Application
Without full
With full
Translations

Translations

United
Kingdom
France

£ 125
($250)

Germany
2

Group I
plus

£ 350
($700)

Italy
3

Group 2
plus

£800
($1,600)

£ 50
($100)

£ 1,290
($2,580)

£240
($480)

Holland
4

Group 3
plus
Sweden

